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DETAILED ACTION 

1 . This Office Action follows a response filed on September 18, 2006. No claims 
have been amended and cancelled; claim 31 has been added. 

2. Claims 16-31 are pending. 

Claim Rejections - 35 USC § 102 

3. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

Claim Rejections - 35 USC § 103 

4. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

5. Claims 16, 20 and 21 are rejected under 35 U.S.C. § 102(b) as being anticipated 
by Fuss et al. (U. S. Patent 6,808,858), for the rationale recited in § 1 of the Office 
Action dated on May 15, 2006. 

6. Claims 17-19 and 24-25 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Fuss et al. 
(U. S. Patent 6,808,858), for the rationale recited in § 2 of the Office Action dated on 
May 15, 2006. 

7. Claims 22, 23, and 26-30 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Fuss et al. in view of D'Alelio (U. S. Patent 2,332,889), for the 
rationale recited in § 3 of the Office Action dated on May 15, 2006. 
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8. Claim 31 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Fuss 
et al. (U. S. Patent 6,808,858) in view of Isaksen (U. S. Patent 3,577,374). 

With regard to the limitation of claim 31 , Fuss discloses that the reaction is 
preferably carried out at temperatures of from 0 to 90°C (coL 5, lines 10-11). The 
temperature is determined as a function of the composition of the polymer in the 
manner known to a person skilled in the art (col. 6, lines 13-15). 

Isaksen discloses that the esterification reaction, in detail, may be effected to the 
desired degree of esterification at temperatures of from 160°C to about 225°C without 
significant destruction of hydroxyl groups, which is within the claimed range (col. 5, line 
28-31 , Example 1 , col. 7, lines 27-28). 

Both references are analogous art because they are from the same field of 
endeavor concerning new coating compositions based on polyvinyl acetals. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to adjust the temperature of the reaction within the 
claimed range as taught by Isaksen in Fuss's method for the preparation of polyvinyl 
acetal with reasonable expectation of success. 

It is noted that the temperature of the reaction is a result effective variable, and 
therefore, it is within the skill of those skilled in the art to find the optimum value of a 
result effective variable, as per In re Boesch and Slanev 205 USPQ 215 (CCPA 1980). 
See also Peterson, 315 F.3d at 1330, 65 USPQ2d at 1382: "The normal desire of 
scientists or artisans to improve upon what is already generally known provides the 
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motivation to determine where in a disclosed set of percentage ranges is the optimum 
combination of percentages." 

It is axiomatic that one who performs the steps of a process must necessarily 
produce all of its advantage. Mere recitation of a newly discovered property or function 
what is inherently possessed by the things or steps in the prior art does not cause a 
claim drawn to those things to distinguish over the prior art. Leinoff v. Louis Milona & 
Sons. Inc. 220 USPQ 845 (CAFC 1984). 

Response to Arguments 

9. Applicants traverse the above rejection under 35 U.S.C. § 102(b) of claims 16, 20 
and 21 as being anticipated by Fuss et al., the rejection under 35 U.S.C. § 103(a) of 
claims 17-19 and 24-25 2 and 4-6 as being unpatentable over Fuss et al., and the 
rejection under 35 U.S.C. § 103(a) of claims 22,23 and 26-30 as being unpatentable 
over Fuss et al. in view of D'Alelio. Applicant's arguments have been fully considered 
but they are not persuasive. 

10. Applicants contend that there is no explicit teaching in Fuss that the disclosed 
polymer is crosslinked via subunits (1) and (4). Moreover, a polymer crosslinked via 
groups (1) and (4) would not be obtained if one were to follow the teaching of Fuss 
(page 8, the last paragraph). Heating is one of the ways of driving the reaction to 
completion. In fact, Applicants have found that temperatures of at least about 120°C are 
required for the claimed type of crosslinking to occur (as claimed in claim 21). Fuss, 
however, teaches that his reaction takes place at temperatures from 0 to 90°C (col. 5, 
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lines 10-11). It follows that esterification of groups (1) and (4) is not inherently disclosed 
in Fuss. Thus, Fuss does not teach, either expressly or inherently, each and every 
element of claim 16 (page 9, 1 st paragraph). 

Applicants further submit that claim 16 is also non-obvious in view of Fuss. 
Indeed, Fuss fails to teach crosslinking and the methods that would enable one of 
ordinary skill to make a crosslinked polymer. Furthermore, Fuss invention relates to 
photosensitive compositions (abstract) (page 9, 3 rd paragraph). 
11. It is noted that claim 16 of the current application clearly discloses "A crosslinked 
polyvinyl acetaL.", not a process for the preparation of the a crosslinked polyvinyl 
acetal. 

Fuss clearly discloses that it is thus possible to obtain tailor-made polymers, 
which are suitable for use in photosensitive compositions based on different 
photocrosslinking mechanisms (col. 4, lines 29-31). 

Therefore in view of substantially identical structural units of formula (1) and (4) 
of polymer (A), compound (B) of formula (5), their amounts within the claimed range, a 
plasticizer, a process for the preparation of the acetal polymers in the presence of 
catalytic amounts of acid being used by Fuss and the applicant, it is the examiner 
position to believe that the product, i.e. a crosslinked polyvinyl acetal of Fuss is 
substantially the same as a crosslinked polyvinyl acetal recited in claim 16, even though 
obtained by a different process, consult In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985). 
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Since the USPTO does not have proper equipment to do the analytical test, the 
burden is now shifted to the applicant to prove otherwise. 

"[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed Cir. 1985). 

It is noted that the temperature of the reaction is a result effective variable, and 
therefore, it is within the skill of those skilled in the art to find the optimum value of a 
result effective variable, as per In re Boesch and Slanev 205 USPQ 215 (CCPA 1980). 
See also Peterson, 315 F.3d at 1330, 65 USPQ2d at 1382: 'The normal desire of 
scientists or artisans to improve upon what is already generally known provides the 
motivation to determine where in a disclosed set of percentage ranges is the optimum 
combination of percentages." 

12. Applicants contend that the combination of Fuss and D'Alelio would not result in 
the present invention because neither Fuss not D'Alelio teaches crosslinking polymers 
by an esterification reaction between groups (1) and (4) as recited in claim16. In the 
present case, D"Alelio teaches crosslinking via nitriles, while the modification of Fuss 
required to arrive at Applicants' invention is crosslinking via esterification. Because the 
chemistry involved is different, it is improper to assume that the teaching of D'Alelio is 
applicable to the polymers of Fuss. Moreover, Applicants claims require a specific type 
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of crosslinking, i.e., direct esterification between groups (1) and (4), Without 
experimentation, based solely on the teaching of D'Alelio that pertains to crosslinking 
via nitriles, one of ordinary skill in the art would not know whether crosslinking via 
esterification of groups (1) and (4) would be successful or would result in a product 
having the advantageous properties enumerated by Applicants (page 1 1, the last 
paragraph). 

13. It is noted again that claim 16 is "product-by process" claim, which does not 
disclose the crosslinking via esterification. Thus, the above statement that "Applicants 
claims require a specific type of crosslinking, i.e., direct esterification between groups 
(1) and (4)" contains new subject matter, and should be claimed and considered 
separately. Therefore, as it is mentioned above, in the absence of showing criticality, it 
is the examiner position to believe that the product, i.e. a crosslinked polyvinyl acetal of 
Fuss is substantially the same as a crosslinked polyvinyl acetal recited in claim 16, even 
though obtained by a different process, consult In re Thorpe . 

Both references are analogous art and belong to the same field of endeavor 
concerning carboxyl group-containing acetal polymer compositions and using the final 
polymers for different applications. 

Therefore it would have been obvious to one having ordinary skill in the art when 
the invention was made to obtain the polymer composition of carboxyl group-containing 
acetal polymers as taught by Fuss using molding, extruding or injecting at elevated 
temperatures as taught by D'Alelio in order to obtain molding compounds which can be 
used to provide a wide variety of industrial products intended for use in areas of 
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laminating, coating and adhesive applications, wood flour, paper, cloth, etc. (US'899, 
page 8, left column, line 60 through page 8, right column, line 35), because such 
compositions have good adhesive properties and excellent resistance to heat, water 
and organic solvents, and thus to arrive the subject matter of claims 22-23 and 27-28. 

14. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

15. It is worth to mention that Examiner has cited particular columns and line 
numbers or figures in the references as applied to the claims for the convenience of the 
applicant. Although the specified citations are representative of the teaching in the art 
and are applied to the specific limitations within the individual claim, other passages and 
figures may apply as well. It is respectfully requested from the applicant, in preparing 
the responses, to fully consider the references in entirety as potentially teaching 
all or part of the claimed invention, as well as the context of the passage as taught by 
the prior art or disclosed by the examiner. 

16. In the light of the discussion above, the rejection of record has not been 
withdrawn. The rejection remains in force. 

17. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bernshteyn whose telephone number is 571- 
272-2411. The examiner can normally be reached on M-F 8-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michael Bernshteyn 
Patent Examiner 
Art unit 1713 

MB 

01/17/2007 
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